THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allowclains 1, 2 and 5-12. Cainms 13 and 4, which are al

of the remaining clains pending in this application, have been

! Application for patent filed January 12, 1995.
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i ndi cated as all owable by the exam ner (final rejection, page

2) .

BACKGROUND

The appellant's invention relates to a hand-held | abel er
havi ng an el astoneri c nenber placed on the handl e exterior and
a method of making the | abeler. According to appellant, the
provi sion of elastoneric material for the handle helps to
"...prevent slippage..." and "...absorb the inpact..." when
using the | abeler (specification, pages 1 and 2, carryover
par agraph). An understandi ng of the invention can be derived
froma reading of exenplary clains 1 and 11, which are
repr oduced bel ow.

1. A hand-hel d | abel er, conprising: a housing having a
manual | y graspabl e handl e whi ch subjects the user to inpact
during use, neans on the housing for nmounting a |abel supply
roll of a conposite web having | abels rel easably adhered to a
carrier web, a platen, a print head cooperable with the platen
for printing on the |abels, neans for del am nating printed
| abels fromthe carrier web, nmeans for applying printed |abels,
means for advancing the conposite web to peel a printed | abel
fromthe carrier web and advance the printed | abel into | abel
applying relationship with | abel applying nmeans and to advance
anot her | abel into the printing position, wherein the advancing
means i ncludes an operating | ever disposed at the handl e and
engageabl e by the user’s fingers, wherein the handle includes a
substantially rigid handle nmenber, a frictional elastoneric
menber on the exterior of the handl e nenber, and the
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el astoneri c nenber being receivabl e agai nst the pal mof the
user’s hand for hel ping to absorb the inpact on the user’s palm
resulting fromuse of the |abeler.

11. Method of naking a hand-held | abel er, conprising the
steps of: providing a housing having a manual | y graspabl e
handl e, the handl e having a pair of handl e sections, neans on
t he housing for mounting a | abel supply roll of a conposite web
havi ng | abel s rel easably adhered to a carrier web, a platen, a
print head cooperable with the platen for printing on the
| abel s, nmeans for delam nating printed |labels fromthe carrier
web, nmeans for applying printed | abels, nmeans for advancing the
conposite web to peel a printed | abel fromthe carrier web and
advance the printed | abel into | abel applying relationship with
t he | abel applying neans and to advance anot her |abel into the
printing position, wherein, the advanci ng neans includes an
operating | ever disposed at the handl e and engageabl e by the
user’s fingers, wherein the handle includes a substantially
rigid handl e menber, and nol ding elastonmeric material onto the
handl e.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Bronson 1, 934, 256 Nov. 07,
1933
Ham sch, Jr. (Ham sch) 4,116, 747 Sep. 26,
1978
Araujo et al. (Araujo) 5, 4083, 430 Apr. 04,
1995

(Filed Jan. 14, 1994)

Claims 1 and 2 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Ham sch in view of Araujo. Cainms 5-12
stand rejected under 35 U. S.C. 8 103 as bei ng unpatentabl e over

Ham sch in view of Araujo and further in view of Bronson.
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CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions and evi dence furni shed by the appell ant
and the examiner. This review |eads us to conclude that the
exam ner's
8§ 103 rejections of clainms 1, 8, and 9 are sustainable.
However, we will not affirmthe examner's 8 103 rejections of
clainms 2,
5-7, and 10-12. CQur reasons for these determ nations follow

Initially, we note that appellant states "[a]ll of the
appeal ed clains are submtted to be patentable and each claim
is argued separately." ( Brief, page 4). Accordingly, we shall
treat the clains separately to the extent appellants have
argued the limtations of each claimseparately consistent with
37 CFR
§ 1.192 (c)(7) and (8) (1995). See page 3 of the examner's
answer .

Appel | ant acknow edges that Ham sch di scl oses a hand-held

| abel er corresponding to the | abeler called for in appeal ed
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claim1 (brief, page 7 and specification, page 4) except for
the recited "frictional elastonmeric nenber on the exterior of
the handle nenber...." According to the exam ner, Araujo

di scl oses an el astoneric cover for a hand-held applicator as a
grip (answer, page 4), and it would have been obvi ous to one of
ordinary skill in the art to nodify the hand-hel d | abel er of
Ham sch to include such a cover on the handle of the |abeler
for providing a better grip thereto. W note that appell ant
does not specifically dispute the examner's holding (inplicit
in the stated rejection) that the clained foam handle grip or
sl eeve of Araujo (columm 4, lines 53 and 54 and columm 5, |ines
21-25) corresponds to the clained frictional elastomeric
menber. On this record, it is our viewthat a skilled artisan
woul d have been inbued with a reasonabl e expectation of success
in inmproving the gripping surface of the handl e of Ham sch's

| abel er by adding a foam sl eeve cover thereto which corresponds
to the clained elastoneric cover as taught by Araujo.

Mor eover, on this record, we are of the opinion that it would
have been obvious fromthe conbi ned teachi ngs of Ham sch and
Araujo to select a foam sl eeve cover material with a desired

hardness val ue, such as that recited in clains 8 or 9, to
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obtain the expected enhanced gri pping surface for the handl e of
the labeler.? This is especially true where, as here,
appel Il ant has not established, either in the specification or
t hrough evidence in the record, that the particul ar hardness
val ue of the handle cover material as clained is critical. See
In re Aller, 220 F. 2d 454, 456, 105 USPQ 233, 235 (CCPA 1955).
In light of the above, we agree with the exam ner that the
subject matter of clains 1, 8, and 9 would have been prina
faci e obvious fromthe conbi ned references' teachings.

We do not share appellant's viewpoint that the evidence
furni shed by appellant (declaration of Borcher, filed Cctober

10,

1995 and admitted prior art |abelers in the anmendnent of

Cct ober 10, 1995; pages 3 and 4), which allegedly denonstrates
| arge sal es and use of |abelers w thout an el astoneric cover
for the handl e, supports appellant's contention that

patentability lies in the discovery of the inpact problem and

2A di scussion of Bronson is not necessary to our deci sion.
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al l eged solution thereof. Cearly, the discovery of any
problemw th i npact on the hands of users of the prior art
hand- hel d | abel ers woul d have been mani fest to one of ordinary
skill in the art upon such use. See In re Ludwi g, 353 F.2d

241, 243, 147 USPQ 420, 421 (CCPA 1965); In re Goodman, 339 F.2d
228, 232-33, 144 USPQ 30, 33-34 (CCPA 1964). Thus, one of
ordinary skill in the art would have been |l ed to use an

el astonmeric cover with a desired hardness on the prior art

| abel ers with a reasonabl e expectation of reducing the inpact.
See also In re Huang, 100 F.3d 135, 40 USPQ@2d 1685 (Fed. G r
1996). In any event, for the reasons expressed in the answer
and above, a skilled artisan would have been notivated to

nodi fy the | abel er of Ham sch to include a cover nmaterial as
claimed to obtain a better grip thereon in light of the

conbi ned teachings of the references. The fact that the reason
or notivation to nodify Ham sch's | abel er advanced by the

exam ner may be for providing a better grip rather than sol ving
a problemw th reducing inpact on the hands of a user of the
devi ce does not detract fromthe conbi nabl eness of the

references or suggest inperm ssible hindsight reasoning as
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all eged by appellant. In this regard, it is not necessary that
the prior art suggest the conbination to achieve the sane
advantage or result allegedly discovered by applicant. See In
re Dillon, 919 F.2d 688, 692, 16 USPQ2d 1897, 1900 (Fed. G r
1990), cert. denied, 500 U S. 904 (1991) and In re Lintner, 458
F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972).

Under the circunstances recounted above, it is our
determ nation that the evidence of record for and agai nst a
concl usi on of obviousness of the subject matter of clains 1, 8
and 9 considered in light of the respective argunents advanced
by the appellant and the exam ner, on bal ance, wei ghs nost
heavily in favor of an obvi ousness conclusion with respect to
the rejections under consideration.

Appel I ant sinply has not shoul dered the burden of
presenting convincing countervailing evidence of nonobvi ousness
by nmerely presenting the declaration of Borcher and other
i nformati on. Conpare Huang, 100 F.3d 135, 40 USPQ2d 1685.
Accordingly, we will sustain the examner's 8 103 rejection of
claim1 as unpatentabl e over Ham sch in view of Araujo and

separately stated 8 103 rejection of clains 8 and 9 as
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unpat ent abl e over Ham sch in view of Araujo and further in view
of Bronson.

However, we cannot sustain the examner's 8 103 rejection
of claim2 over Ham sch in view of Araujo and 8 103 rejection
of clains 5-7 and 10-12 over Ham sch in view of Araujo and
Bronson. Regarding claim2, we note that the | abel er requires
a pair of handl e sections each having an el ongate exterior
recess for receiving elastoneric sections as argued. The
exam ner has not expl ai ned how the applied references
reasonably teach or suggest such structure including a recess
in each section. In this regard, we note that Araujo suggests
a sleeve for the handle, not a recess nounted nmaterial.

Claim1l requires a nethod including nolding the
el astonmeric material to a |labeler handle; claim12 additionally
requi res keying of the elastonmer to the handle as part of the
met hod; and claim5 requires a neans for keying the el astoneric
material to the handle of a | abeler device. The exam ner
additionally cites the Bronson patent which is directed to a
runni ng board cover. However, |ike appellant, we do not
envision how a skilled artisan woul d have been led to the

clainmed | abeler with a nol ded and/ or keyed el astoneric handl e
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from such disparate prior art selections as culled by the

exam ner, w thout the benefit of inperm ssible hindsight. Wth
regard to clains 6 and 7, the thickness of the elastoner is
required to be varied. Here, the exam ner has not explained
how t he applied references woul d have suggested nodi fying the
apparently uniformy thick sleeve of Araujo for application to
a labeler as clainmed. Accordingly, we cannot sustain the

exam ner's stated rejection(s) of clains 2, 5-7, and 10-12.

CONCLUSI ON

To summarize, the decision of the examner to reject claim
1 under 35 U.S.C. 8 103 as bei ng unpatentabl e over Hami sch in
view of Araujo and to reject clains 8 and 9 under 35 U S.C. 8§
103 as bei ng unpat entabl e over Ham sch in view of Araujo and
further in view of Bronson is affirnmed. However, the decision
of the examner to reject claim?2 under 35 U S.C. § 103 as
bei ng unpatentabl e over Ham sch in view of Araujo and to reject
claims 5-7 and 10-12 under 35 U. S.C. 8 103 as being
unpat ent abl e over Ham sch in view of Araujo and further in view

of Bronson is reversed.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

PETER F. KRATZ
Adm ni strative Patent Judge
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